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REQUEST FOR FULLY INITIALED 
COPY OF FORM PTO-1449 

SIR: 

The Office Action mailed October 15 , 2003 (Paper No. 10) 
enclosed a copy of the Form PTO-1449 dated April 25, 2001 with 
the Examiner 1 s initials next to all the cited publications, 
except for EP 321,973 and the Boye et al . publication. A line 
was drawn through the citation of EP 321,973. No reason was 
given why EP 321,973 was not considered. 

It is noted that EP 321,973 (which is German) was cited in 
the European Search Report (in English) that was enclosed with 
the April 25, 2001 INFORMATION DISCLOSURE STATEMENT. Moreover, 
on the enclosed copy of the Form PTO-144 9, it was indicated that 
USP 5,149,783 is a related family member of EP 321,973. 



For the reasons set forth on page 600-122 of MPEP under the 
heading "Concise Explanation of Relevance for Non-English 
Language Information", a copy of which is enclosed, EP 321,973 
should be considered and made of record. 

The Examiner is therefore respectfully requested to return a 
copy of sheet 1 of the Form PTO-1449 dated April 25, 2001 (a copy 
of which is enclosed) with the Examiner's initials in the left 
column next to each cited publication to indicate that all of the 
cited publications were considered and made of record. 
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& Chick, P.C. 

767 Third Ave., 25th Floor 
New York, NY 10017-2023 
Tel. Nos. (212) 319-4900 Richard S. Barth 

(212) 319-4551/Ext . 219 Reg. No. 28,180 
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Encs. (1) Copy of Form PTO-1449 dated April 25, 2001 
(2) Copy of page 600-122 of the MPEP 
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MANUAL OF PATENT EXAMINING PROCEDURE 



Second, 37 CFR 1 .98(c) states that when the dis- 
closures of two or more patents or publications listed 
in an information disclosure statement are substan- 
tively cumulative, a copy of one of the patents or pub- 
lications may be submitted without copies of the other 
patents or publications provided that a statement is 
made that these other patents or publications are 
cumulative. The examiner will then consider only the 
patent or publication of which a copy is submitted and 
will so indicate on the list, form PTO-1449, or PTO/ 
SB/08A and 08B, submitted, e.g., by crossing out the 
listing of the cumulative information. But see 5cm/- 
conducwr Energy Laboratory Co. v. Samsung Elec- 
tronics Co., 204 F.3d 1368, 1374, 54 USPQ2d 1001, 
1005 (Fed. Cir. 2000) (Reference was not cumulative 
since it contained a more complete combination of the 
claimed elements than any other reference before the 
examiner. "A withheld reference may be highly mate- 
rial when it discloses a more complete combination of 
relevant features, even if those features are before the 
patent examiner in other references." (citations omit- 
ted).). 

37 CFR 1.98(a)(3)(ii) states that if a written 
English language translation of a non-English lan- 
guage document, or portion thereof, is within the pos- 
session, custody or control of, or is readily available 
to any individual designated in 37 CFR 1.56(c), a 
copy of the translation shall accompany the statement. 
Translations are not required to be filed unless they 
have been reduced to writing and are actually transla- 
tions of what is contained in the non-English language 
information. If no translation is submitted, the exam- 
iner will consider the information in view of the con- 
cise explanation and insofar as it is understood on its 
face, e.g., drawings, chemical formulas, English lan- 
guage abstracts, in the same manner that non-English 
language information in Office search files is consid- 
ered by examiners in conducting searches. 

A (3) Concise Explanation of Relevance for Non- 
English Language Information 

Each information disclosure statement must further 
include a concise explanation of the relevance, as it is 
presently understood by the individual designated in 



37 CFR 1 .56(c) most knowledgeable about the con- 
tent of the information listed that is not in the English 
language . The concise explanation may be either sep- 
arate from the specification or incorporated therein 
with the page(s) and lines of the specification where it 
is incorporated being noted in the IDS. 

The requirement for a concise explanation of rele- 
vance is limited to information that is not in the 
English language. The explanation required is limited 
to the relevance as understood by the individual des- 
ignated in 37 CFR 1.56(c) most knowledgeable about 
the content of the information at the time the informa- 
tion is submitted to the Office. If a complete transla- 
tion of the information into English is submitted with 
the non-English language information, no concise 
explanation is required. An English-language equiva- 
lent application may be submitted to fulfill this 
requirement if it is, in fact, a translation of a for eign 
language application being listed in an information 
disclosure statement. There is no requirement for the 
translation to be verified. Submission of an English 
language abstract of a reference may fulfill the 
requirement for a concise explanation. Where the 
information listed is not in the English language, but 
was cited in a search report or other action by a for- 
eign patent office in a counterpart foreign application, 
the requirement for a concise explanation of relevance 
can be satisfied by submitting an English-language 
version of the search report or action which indicates 
the degree of relevance found by the foreign office. 
This may be an explanation of which portion of the 
reference is particularly relevant, to which claims it 
applies, or merely an "X", T f or "A" indication on a 
search report. The requirement for a concise explana- 
tion of non-English language information would not 
be satisfied by a statement that a reference was cited 
in the prosecution of a United States application 
which is not relied on under 35 U.S.C. 120. 

If information cited or submitted in a prior applica- 
tion relied on under 35 U.S.C. 120 was not in English, 
a concise explanation of the relevance of the informa- 
tion to the new application is not required unless the 
relevance of the information differs from its relevance 
as explained in the prior application. 
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